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REMARKS/AR(;rMFNTS 



I'pon enir\' orthc foregoing amendments, elaims 3 1-38 and 45-50 will he pending in 
the aboxe-identified patent application. Claims 39-44 and 51-56 ha\ e been cancelled. 
\\ ithout prejudice to their presentation in a continuation application. 

Rejections I nder 35 L .S.C\ § 112, Second Paragraph 

Claims 3*^)-44 and 51-56 ha\e been rejected under 35 CS.C. 1 12. second paragraph, 
as allegedly being indefmite. Although Applicant beliexes that claims 39-44 and 51-56 
particularly point out and distinctU claim the subject matter which he regards as his 
inventions, they ha\e been cancelled to ad\ance prosecution. Accordingly. Applicant 
respectfully submits that the rejection is now moot. 

Rejections Under the Judicially-Created Doctrine of Obv iousness-Type Double 



Claims 31-44 ha\'e been rejected under the judicially-created doctrine of obviousness- 
type double patenting as allegedly being unpatentable o\ er claims 1-12 of commonly-owned 
U.S. Patent No. 6.184.389 (^'the 389 Patent"). Claims 45-56 have been rejected under the 
judicially-created doctrine of obviousness-t\ pe double patenting as allegedly being 
unpatentable o\'er claims 1-12 of the 389 Patent in \ iew of either of U.S. Patent No. 
5.1 12.962 to Letsinger. ef uL, ("the Letsinger patent") or U.S. Patent No. 5.015.733 to Smith. 
ei al ("the Smith patent"). 

Claims 31-56 ha\ e been rejected under the judicially-created doctrine of obviousness- 
type double patenting as allegedly being unpatentable o\ er claims 1-47 and 50-54 of 
commonK -owned U.S. Patent No. 6. 448. 373 to Hebert ("the Ilebert patent") or. alternati\ el\ . 
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o\ er claims 1-47 and 50-54 ot the Hchcri patent in \ iew ot\Mther the Letsinucr patent or the 
Smith patent. 

Claims 31-44 ha\ e been rejected under the Judicialh -created doctrine of oh\ iousness- 
t\ pe double patenting as allegedl> being unpatentable o\ er claims 1-22 of commonly-owned 
I .S. Patent No. 5.886.1 77 ("the 1 77 Patent"). Claims 45-56 ha\e been rejected under the 
Judicially-created doctrine of ob\ iousness-l\pe double patenting as allegedly being 
unpatentable over claims 1-22 of the 177 Patent in \ ie\\ of either the Letsinger patent or the 
Smith patent. 

Although Applicant does not necessariK concur with the rationale underlying these 
rejections, suitable terminal disclaimers are submitted rendering the rejections moot. 
Rejections Under 35 U.S.C. § 103(a) 

Claims 31-38 and 45-56 ha\e been rejected under 35 U.S.C, 103(a) as allegedly 
being unpatentable over the Heberl patent taken alone, or in combination w ith either the 
Letsinger patentor the Smith patent. Applicant respectfully tra\ erses this rejection because 
the Examiner has failed to show that one of ordinary skill in the art would have been 
motivated to modify the teaching of the Hebert patent to obtain any claimed inventions. 

Patent claims cannot be fecund obvious in \ iew of a combination of references unless 
the prior art itself suggests the desirabilit\ of the combination. Ber^iaitser v. Dunn. 204 
C.S.P.Q. 393 (D.D.C. \ 919): ACS Hospital Systems, Inc. v. Montcfiorc Hospital. 221 
I .S.P.Q. 929 (fed. Cir. 1984). "A critical step in anah/ing the patentabilit\ of claims 
pursuant to section 103(a) is casting the mind back to the time of invention, to consider the 
thinking of one of ordinary skill in the art. guided onh b\ the prior art ref erences and the 
then-accepted wisdom in the field." In rc Kotzah, 217 1 . 3d 1365. 1369. 55 l 'SPg2d 1313. 
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1316 (Fed. Cir. 2000). To csiahlish a prima facie case of ob\ iousness. "there must be some 
teaching, suggestion or moti\ ation in the prior art to make the specific combination that was 
made by the appHcant." In re Dance, 160 }-.3d 133^). 1343. 48 L'SPQ2d 1635. 1637 (I-ed. 
Cir. 1998). "In other words, the examiner must show reasons that the skilled artisan, 
confronted w ith the same problem as the in\ entor and with no know ledge ot the claimed 
invention, would select the elements from the cited prior art references for combination in the 
manner claimed." In re Rouftet, 149 F.3d 1350. 1357. 47 L'SPQ2d 1453. 1458 (Fed. Cir. 
1998). 

No such showing has been made with respect to Applicant's claims. In this regard, 
the Examiner is mistaken with respect to his assertion that the Office Action mailed on 
November 7. 2002. identified compounds in the Hebert Patent that are within the scope of the 
instant claims (Office Action mailed on .lune 1 7. 2003. at pages 8-9). The prior Office 
Action simply demonstrated that it is possible w ith the benefit of hindsight to make choices 
among the many variables set forth in the Herbet Patent that would result in claimed 
compounds. Neither Office Action has identified any reason that one of ordinary skill 
w ithout the benefit of hindsight w ould ha\ e been moti\ ated to make those choices or 
otherw ise would have been led to the claimed inx entions. In the absence of any e\'idence of 
moti\'ation to alter the teaching of the prior art in a w ay that w ould have resulted in a claimed 
in\ ention. the rejection for alleged ob\ ious is improper and should be w ithdrawn. 

The Office Action at page 9 appears to assert generic claims such as those found in 
the cited references "moti\ate as well as suggest specifically" species that fall within their 
scope. If this is, in fact, w hat is being asserted. Applicant respectfully requests that the 
Examiner identif\" supporting legal authority, since it is belie\ed that the applicable law is 
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dircctU to the contrar\ . Indeed, it is well established that the diselosure ot a genus oTlhe 
magnitude found in the eited reference cannot itself render species within its scope ob\ ious. 
In re Jones. 958 V 2d 347. 350, 21 U.S.P.QJd 1941. 1943 (Fed. Cir. 1992) (rejecting 
Commissioner's argument that "regardless [] how broad, a disclosure of a chen^iical genus 
renders ob\ ious any species that happens to fall within it"). 

Applicants belie\e that this application is now in condition for allowance. 
Accordingh'. an indication of allowabilit\ and an earl\- Notice of Allowance are respectfully 



Woodcock Washburn LLP 
One Liberty Place - 46th Floor 
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requested. 
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